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This action is in response to applicants' amendment of 10 September 2008. The 
amendments to the claims and specification have overcome the objections to the specification 
and to claims 8, 20 and 22; the 35 USC 1 12, second paragraph rejection, the art rejections. The 
indicated allowability of claims 6, 10, 12, 14, 15 and 18 (now claim 29) is withdrawn in view of 
applicants amendments to the claims. Rejections based on the amended claims follow. 
Applicant's arguments with respect to the remaining rejections have been fully considered but 
they are not persuasive. 

The disclosure is objected to because of the following informalities: Page 8, lines 16-17 
teaches compounds having a SIALON-type crystal structure are excluded. It is unclear if 
applicants are excluding compounds of silicon, nitrogen, an alkaline earth or rare earth element 
and optionally oxygen and aluminum having the crystal structures of either cubic spinel or 
hexagonal wurzite, which are the crystal structures of alpha- and beta-SIALON; if they mean all 
SIALON or if they mean the SIALON discussed on page 2, which has the formula Mp/2Sii2-p- 
qAlp+qOqNi6-q, whcrc M is Ca or Ca and Sr, q is 0-2.5 and p is 1.5-3, is excluded. Appropriate 
correction is required. 

Claims 1, 2, 5-10, 13, 15, 19, 21, 23 and 25-28 are rejected under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The specification teaches away from using an alkaline earth metal, a rare earth metal, an 
alkaline earth nitride and a rare earth nitride in the taught process of reacting, by heating in a 
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nitriding atmosphere, an alkaline earth or rare earth source, a silicon source and carbon on page 
3, lines 5-12, page 6, lines 10-15, page 12, lines 10-13 and page 30, lines 25-27. Therefore the 
process of claims 5, 19, 21, 23 and 25-27 is not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention since the specification clearly 
teaches not to perform the claimed process. 

The negative limitation added to claim 1 is new matter. Page 12 teaches that compounds 
having a SIALON-type crystal structure are excluded. This is different from the claimed negative 
limitation which excludes compounds having a SIALON-type structure. This claims 1, 2, 6-10, 
13,15 and 28 not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Applicants' arguments are not convincing since the specification clearly teaches away 
from the claimed process. Therefore since applicants teach not to preform the claimed process, 
applicants did not consider the process of claims 5, 19, 21, 23 and 25-27 as their invention. The 
rejection is maintained. 

Claims 1, 2, 6, 7, 9, 10, 12-15, 28 and 29 are rejected under 35 U.S.C. 1 12, first 
paragraph, because the specification, while being enabling for producing a nitridosilicate-based 
compound by reacting an alkaline earth or rare earth material, which is capable of being 
converted to an oxide by heating, a silicon compound and carbon by heating in an atmosphere of 
nitriding gas does not reasonably provide enablement for reacting an alkaline earth or rare earth 
material, which is capable of being converted to an oxide by heating, a silicon compound and 
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carbon and an atmosphere of a nitriding gas. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make the 
invention commensurate in scope with these claims. 

Page 13, line 28 through page 14, line 2 states the reaction is started and maintained by 
an operation of adding energy to the reaction materials, for example by heating. The 
specification only teaches the heating conditions required for the reaction to occur and there is no 
teaching in the specification as to the amount of other types energy that would be required to 
cause the reaction. The claims do not include any step of adding energy, which mean the claims 
include embodiments where no energy is added. Thus the scope of the claims is not enabled by 
the teachings in the specification. 

Claims 1, 2, 6-10, 12-15, 28 and 29 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 13 and 28 are duplicate claims. Claims 1, 2, 6-10, 13, 15 and 28 are indefinite 
since it is unclear what is meant by "SIALON-type structure". This phrase is not found in the 
specification. The specification teaches compounds having a SIALON-type crystal structure are 
excluded on page 12 and discusses a SIALON having the formula Mp/2Sii2-p-qAlp+qOqNi6-q, where 
M is Ca or Ca and Sr, q is 0-2.5 and p is 1 .5-3 on page 2. Thus it is unclear if the excluded 
compounds are all SIALONs, those having the formula of the SIALON on page 2 or if all 
compounds having a cubic spinel crystal structure or a hexagonal wurzite crystal structure, which 
are the crystals structures of the alpha and beat phases of SIALON, are excluded. Finally, claims 
1, 2, 6, 7, 9, 10, 12-15, 28 and 29 are rejected under 35 U.S.C. 1 12, second paragraph, as being 



Application/Control Number: 10/576,946 Page 5 

Art Unit: 1793 

incomplete for omitting essential steps, such omission amounting to a gap between the steps. 
See MPEP § 2172.01. The omitted steps are: how the silicon compound, the carbon, the 
alkaline earth or rare earth materials and the nitriding gas are actually reacted so as to form a 
nitridosilicate-based compound. It is noted that the specification teaches on page 13, line 28 
through page 14, line 2 that the reaction is started and maintained by an operation of adding 
energy to the reaction materials, for example by heating. 

The art rejection or a new art rejection over U.S. 4,851,205 may reinstated or made 
depending on how applicants amend claim 1 so as to overcome the new matter rejection and the 
35 use 112, second paragraph rejection. 

Claims 16 and 17 are allowable for the reasons given in the previous action. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/C. Melissa Koslow/ 
Primary Examiner 
Art Unit 1793 



